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Art Unit: 3641 

DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8, drawn to a small caliber non-lethal ammunition, classified in 
class 102, subclass 502. 

II. Claims 9-20, drawn to a medium caliber ammimition, classified in class 
102, subclass 498. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01), In 
the instant case the different inventions the inventions are not disclosed as capable of use 
together and they have different functions such as group I functions within a small caliber 
weapon for non-lethal use, the ammunition of group II is a medium caliber ammunition 
for use with a medium caliber weapon and is not specifically stated as non-lethal. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 

< 

for examination purposes as indicated is proper. 

4. This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

Cartridge case material 

a. metal 

b. metal alloy 
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Powder Ballast 

c. tungsten powder 

d. iron powder 

e. iron oxide powder 

f. sand 

Projectile Balls 

gPVC 

h. dense polymers 

i. filled polymers 

Fore Section Containing 
j. plurality of projectile balls 
k. a single projectile 

* 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered nonresponsive unless accompanied 
by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the elected 
species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of 
the other invention. 

5. During a telephone conversation with Michael Sachs a provisional election was 
made v^thout traverse to prosecute the invention of Group II and species b, c, i, and j, 
claims 9-18, and 20. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 1-8 and 19 are withdrawn from fiirther consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. . 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

• « 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 9-18 and 20 are rejected iinder 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

8. Claims 9-18 and 20 are generally narrative and indefinite, failing to conform with 
current U.S. practice and are replete with grammatical and idiomatic errors. For example 
it is not clear whether the ammunition is intended to be used with a weapon having a 
dense powder ballast and a firing sequence or if the ammunition has a dense powder 



Application/Control Number: 10/711,121 Page 5 

Art Unit: 3641 

ballast and a firing sequence. It is not clear whether applicant is attempting to positively 
claim the such elements as the weapon, the dense powder ballast and the firing sequence 
or is merely citing the ammunition for use with such elements. 

9. Claim 9 recites the limitations "the projectile balls". There is insufficient 
antecedent basis for this limitation in the claim in that projectile balls have not been 
previously cited in the claim and it is not clear what is being encompassed by the claim. 
It is further noted that the terms "the dense powder ballast" and "the weapon" in lines 5 
and 7 respectively also lack antecedent basis since that have not previously been 
positively recited. Furthermore it is generally unclear whether applicant is claiming the 
weapon since applicant initially cites that the ammunition is "for use" with the weapon 
but then later positively recites limitations of the weapon 

10. Claim 17 recites the limitations "the medium caliber cartridge case" and "the 
ballast cup". There is insufficient antecedent basis for this limitation in the claim. 

1 1 . Claim 20 recites the limitations "the primer" and "the weapon powering 
propellant charge". There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

13. Claims 9, 10, 11, 12 and 16 are, as best interpreted by the examiner, rejected 
under 35 U.S.C. 102(b) as being anticipated by Brunn (US Patent # 7,025,001). Brunn 

* « 

discloses a ammunition that is capable of being used with a weapon including a weapon 
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having a dense powder ballast and a firing sequence, the ammunition comprising a 
projectile propellant charge that is capable of launching projectile balls, and a propellant 
charge that is capable of launching a dense powder ballast. It is inherent that projectiles 
would achieve a velocity within a predetermined distance of a muzzle of a weapon and a 
it is the recoil impulse and gas pressure resulting from a launch of the mass of the 
projectile including the ballast that activates a reloading mechanism of a weapon. The 
powder ballast may comprise a tungsten powder. The cartridge case may be made of a 
metal or metal alloy. A ballast cup decomposes and disintegrates after exiting a muzzle 
of a weapon after firing within a pre-determined distance of the muzzle dispersing the 
contents of the cup (i.e. projectile balls) at the velocity. The ammunition comprises an 
end cap, a polymer cover and a gas seal. It is noted that the [a) statements of intended use 
or field of use, b)"adapted to" or "adapted for" clauses, c) "wherein" clauses, or d) 
"whereby"] clauses are essentially method limitations or statements of intended or 
desired use. The ammunition of Brunn could be used with such a weapon and it is 
inherent that the projectile will achieve a velocity within a predetermined distance of a 
muzzle of the weapon. Thus, these claims as well as other statements of intended use do 
not serve to patentably distinguish the claimed structure over that of the reference. See In 
re Pearson, 181 USPQ 641; In re Yanush, 177 USPQ 705; In re Finsterwalder, 168 USPQ 
530; In re Casey, 512 USPQ 235; hi re Otto, 136 USPQ 458; Ex parte Masham, 2 USPQ 
2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from the prior 
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art apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ 2ncl 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danly, 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett- 
Packard Co. V. Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 1 5, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brunn as applied to claim 9 above. Brunn discloses the claimed invention except for the 
ammunition expressly being the claimed size of 9mm to 40mm and the specific material _ 
of projectile balls. It would have been obvious to one of ordinary skill in the art at the 

time the invention was made to make the ammvmition any desired size including 9 mm to 
40 mm, since it has been held that discovering an optimxun size involves only routine 
skill in the art. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made the make the projectiles out of the specified materials, since it 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michelle (Shelley) Clement whose telephone number is 
571.272.6884. The examiner can normally be reached on Monday thru Thursday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Carone can be reached on 571.272.6873. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business . 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 



800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




^HELLE CLEMENT 
4ARY EXAMINER 



